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Today's Agenda:
The 2021 European Innovation Scoreboard
Tips for e ectively managing your Intellectual Property Assets
Latest Updates on European IP Law

EUROPEAN INNOVATION SCOREBOARD 2021
lnnovation leaders:
Sweden
Finland
Denmark
Belgium
Strong Innovators:
Netherlands
Germany
Luxembourg
Austria
Estonia
France
Ireland
On average, the innovation performance of the EU has increased by 12.5% points since 2014
The colour columns show performance in 2021 relative to that of the EU (in blue) in 2014.
The horizontal hyphens show performance in 2020.
The grey columns show performance in 2014.
Source: EU Innovation Scoreboard 2021 https://ec.europa.eu/docsroom/documents/46013

EUROPEAN INNOVATION SCOREBOARD 2021
Rankings for Use
of Information
Technologies:
1 Finland
2 Sweden
3 Belgium
4 Denmark

Rankings for
Digitalisation:
1 Denmark
2 Finland
3 Netherland
4 Sweden

Source: EU Innovation Scoreboard 2021 https://ec.europa.eu/docsroom/documents/46013

TIPS FOR EFFECTIVELY MANAGING YOUR
INTELLECTUAL PROPERTY ASSETS:
The Value of Using IP Rights in
Combination
Appearance matters - Don´t Forget
about the Value of Design Rights

Strategy 1: Leveraging the Value of a Combination of IP Rights
Percentage di erences in
revenue per employee
associated with various IP
right combinations

Entities that own IP rights
have superior economic
performance compared to
those that do not

Source: EPO and EUIPO, Intellectual
property rights and rm performance in the
European Union, February 2021

Strategy 1: The Value of a Combination of IP Rights
Protect the technical
solutions of innovations

Protect product development,
collaboration and its results
Agreements and NDAs

Brand di erentiation factors
brand and product names slogans
logos
voice logos, earcons, jingles
icons
multimedia logos

A product’s unique appearance and look-and-feel
a product’s appearance
the appearance of user interfaces

How is your brand found?

Company names and
auxiliary company names
identify a company

Protect independent and original,
creative expression
pieces of music
literary works
works of art
software source codes

DIFFERENT FORMS OF PROTECTION SUPPORT EACH OTHER:
Case Lovi Oy
LOVI®

The wood’s design is
protected with a 3D
trademark
registration

the word mark is protected
in terms of a number of
products and services
In China, Chinese
transliterations are also

In addition, there are
copyright registrations in
China

protected
The technical solution is
protected with a patent:
the product
a method for
assembling the tree
Product images © Lovi Oy

EUTM

STRATEGY 2: Appearance matters
MAIN ADVANTAGES OF A COMMUNITY DESIGN:
Speed: (the registration certi cate can be obtained in
approximately one week).
There is no limitation as to the number of designs that
can be led in a single application: as long as they
belong to the same Locarno class.
Cost e ectiveness: bulk discount is already given to the
second design led in the same application. EUIPO ling
fees for the 1st design are EUR 230, for the 2nd to 10th
design are EUR 115 per design and for the 11th and beyond
they drop to EUR 50 per design.
Longer duration of protection compared to patents: the
maximum duration of protection of a Community Design is

STRATEGY 2: Appearance matters
ADDITIONAL ADVANTAGES OF A COMMUNITY
DESIGN:
Secrecy: the application can be kept secret for up to
30 months.
Grace period: although we highly recommend ling
the Community design application before the design
has become public, there is a 12-month grace period
in which the application can be led without having
losing absolute novelty.
Use is not compulsory (unlike trademarks): this
allows applicants to protect variations of the designs
without having to use the product in every variations.
It is not limited to goods and services, therefore
the protection is for all sorts of goods and products.

UPDATES ON EUROPEAN
IP LAW
Unitary Patent and Uni ed Patent Court
Priority Rights
Double Patenting
EPO Enlarged Board of Appeal on video
conferencing (G1/21)
AI inventorship

German Constitutional Court Clears Path for Rati cation of
European Uni ed Patent Court Agreement
In an order published on 9 July 2021, the Second Senate
of the German Federal Constitutional Court rejected
two applications for preliminary injunction directed
against the Act of Approval for ratifying the Agreement
on a Uni ed Patent Court (the “UPC Agreement”).
As a result, the German Federal President is now free
to sign the necessary documents which would allow the
UPC to enter into force. In the German legal
community, it is generally believed that the UPC
Agreement may begin in the second quarter of 2022
----> stay tuned for German rati cation!
Please see our article on this topic at https://www.lexology.com/library/detail.aspx?g=5e7ec894030a-4c70-8d57-ddfecc35ba93

PROCEDURE AFTER GRANT OF AN EUROPEAN PATENT
EP PUBLICATION
OF GRANT OF AN
EUROPEAN PATENT

validation

EU Member States (Germany, France, Italy, Finland, etc)
Other EPC Member States (UK, Switzerland, Turkey, etc.)
Extensions States (Bosnia and Herzegovina, Montenegro)
Validation States (Cambodia, Moldova, Morocco, Tunisia)

PROCEDURE AFTER GRANT OF THE UPCOMING UNITARY PATENT
15 EU Member States which have rati ed UPCA (AT, BE, BG, DK, EE
FR, IT, LT, LU, LV, MT, NL, PT, SE, FI) (on July 2021)

validation

- EU Member States which have not yet rati ed
- EU Member States which do not want to ratify (HR, PL and ES)
- Other EPC Member States (UK, Switzerland, Turkey, etc.)
- Extension States (Bosnia and Herzegovina, Montenegro)
- Validation States (Cambodia, Moldova, Morocco, Tunisia)

FOR BOTH EXISTING EUROPEAN
PATENTS AND NEW UNITARY PATENTS

FOR OPTED-OUT EUROPEAN PATENTS AND
PATENTS VALIDATED IN EU COUNTRIES WHICH
HAVE NOT RATIFIED THE UPC AGREEMENT

NATIONAL COURTS OF NON-EU MEMBER STATES

UP AND UPC: CONSIDERATIONS
Article 83 UPCA - Transitional regime
(1) During a transitional period of seven years (possibly
renewable once) after the date of entry into force of the UPCA
Agreement, actions for infringement or revocation may be
brought before national courts
(3) Owners of / applicants for a European patent may opt-out
from the exclusive competence of the UPC by notifying their
opt-out to the registry of the UPC unless an action has already
been initiated before the UPC
(4) Owners of / applicants for a European patent are entitled to
withdraw their opt-out by notifying the Registry of the UPC,
unless an action has already been initiated before a national
court

OPT-OUT CHECKLIST:
ONLY the owners / applicants
may opt-out: negotiate
entitlement to decide in your
current license agreements
ALL the owners / applicants
must opt-out: check coownership of European patents
/ applications
Unless the licensing agreement
provides otherwise, exclusive
licensees may bring an action
for infringement before the UPC
which would prevent owners /
applicants from opting-out:

check litigation provisions in
your license agreements

CRISPR: The ABCs of Priority Rights

Priority Application <-------------> PCT Application
(e.g. a U.S. or European
patent application)

A+B+C
applicants

<-------------->

A*+B*+C*
applicants

CRISPR: Invalidity of EP2771468
Priority Application <-------------> PCT Application

+
11 applicants
9 from Institution XX
and 2 from University YY

9 applicants
All 9 from Institution XX

Legal Background
EPC Art. 87 refers to "any applicant" which has been interpreted
by the EPO as requiring all applicants.
In contrast, in the United States a valid priority claim only
requires that there is at least one inventor in common.

CRISPR: Invalidity of EP2771468

----->

X

<-------------------------------------->
Signi cance of loss of priority: Without a valid priority claim, publications
between the ling date of a priority application and the ling date of a PCT
application would be considered novelty-destroying prior art to the extent
such publication(s) disclosed the claims of a European patent.
In the CRISPR case such a publication occurred shortly after the ling date
of the priority application.
The EPO Opposition Division’s Decision: held that European patent law
should apply (which requires all applicants) and therefore the patent was
invalid since the e ective ling date was the ling date of the PCT
application and the scienti c article was published earlier. published arli

CRISPR: APPEAL T 0844/18 of 16 January 2020
• Concerning the "any person" of Article 87(1) EPC, the EPO
does not carry out substantial assessment of the legal
entitlement to property rights.
• The ordinary meaning of the term "any person" in Article 87(1)
EPC is ambiguous. The term "celui qui" in the authentic French
text of Article 4A of the Paris Convention is perhaps less
ambiguous and more likely to support the "all applicants"
approach.
• The "all applicants" approach is certainly a plausible
interpretation of this term from the ordinary meaning
perspective and appears to be the one consistently applied by
several member states of the EPC, over the last hundred years.

ANY PERSON = ALL APPLICANTS

22 June 2021: EPO Enlarged Board of Appeal Decision in
G4/19 - the Long-Awaited EPO Double Patenting Decision
Question presented:
Can a European patent application be refused under
Article 97(2) EPC if it claims the same subject-matter
as a European patent which was granted to the same
applicant and does not form part of the state of the
art pursuant to Article 54(2) and (3) EPC?
EPO Enlarged Board of Appeal Answer:
A European patent application can be refused by the
EPO if it claims the same subject-matter as a
European patent which was granted to the same
applicant and has the same e ective date.

22 June 2021: EPO Enlarged Board of Appeal Decision in
G4/19 - the Long-Awaited EPO Double Patenting Decision
Implications:
1. When a European patent application (A2) claims priority to
another European patent application (A1), the term of A2 is 20
years from its own ling date. This extra year term is not available
if the applicant, e ective date and subject matter are the same.
2. The EPO and various national courts of the EPC may take
somewhat di erent views of what constitutes the “same subjectmatter”. The EPO takes a strict, literal view while some EU national
courts may take a more liberal, less strict view. Thus, a European
patent may be granted by the EPO but then invalidated under for
double patenting because of that country´s broader
interpretation of “same subject-matter”.

22 June 2021: EPO Enlarged Board of Appeal Decision in
G4/19 - the Long-Awaited EPO Double Patenting Decision
Take Home Messages:
When the same applicant prosecutes two applications
at the EPO having the same e ective ling date and
similar subject-matter, make sure that the main
independent claims are not identical in order to avoid
a rejection under double patenting at the EPO.
In addition, keep in mind that even more di erences
may be needed to avoid invalidity based on double
patenting under the national law of certain EPC
contracting states, such as the UK.

EPO Enlarged Board of Appeal Decision on Video Conferencing
• 14 April 2020 the EPO established a pilot project for conducting
oral proceedings by videoconference before opposition divisions.
The decision entered into force on 4 May 2020: Agreement of all
parties was required.
• 10 November 2020, the pilot project was extended and modi ed
such that consent of the parties was no longer required
The compatibility of the new practice with the EPC was questioned
by the appellant in case T 1807/15, and in response the Board of
Appeal referred the question to the Enlarged Board of Appeal
(G1/21), which on 16 July held:

During a general emergency impairing the parties' possibilities to
attend in-person oral proceedings at the EPO premises, the
conduct of oral proceedings before the boards of appeal in the
form of a videoconference is compatible with the EPC even if not all
of the parties to the proceedings have given their consent to the
conduct of oral proceedings in the form of a videoconference.

AI INVENTORSHIP

DABUS
The Arti cial Inventor Project - University of Surrey

The inventor:
DABUS - a type of AI-based “creativity machine”

The patents:
- “Food Container”
- “Devices and Methods for Attracting Enhanced Attention”
(a ashing light to alert emergencies)

Patent O
-EPO
-UKIPO
-USPTO

ces involved:

AI INVENTORSHIP
The EPO Receiving Section decision on 27 January
2020
• the EPC does not provide for non-persons, i.e. neither
natural nor legal persons, as applicant, inventor or in any
other role in the patent grant proceedings. In the context
of inventorship reference is made only to natural
persons
•naming a natural person as an inventor is consistent
with what appears to be the international applicable
standard of national courts of various countries and the
patent o ces of at least China, Japan, Korea and the USA
•the major challenge in recognizing an AI as an inventor is
that AI systems or machines have at present no rights

“DABUS” APPEAL AT THE EPO

AI INVENTORSHIP

• On 13 March 2020 the applicant led a Notice of
Appeal and on 27 May 2020 the statements of
grounds of appeal (see extracts below):
- “There seems to be an overwhelming consensus that the AI
industry must be supported by patents, just as any other
technological eld”
- “Inventorship is a matter of fact and not a right. An inventor
may have rights, as provided for in law, but those rights only
ensue from the fact of being an inventor”

• On 25 May 2021 the EPO President led
comments for the EPO Legal Board’s
consideration
• Oral proceedings are scheduled to be held by

IAM´s 2021 Patent 1000 Survey:

Berggren named

as a top intellectual property rm in Finland

MIP 2021: Berggren ranks in “Tier 1” for patent prosecution and
as “highly recommended” for trademark prosecution

Patents

Brands & Designs

Legal

Brokerage

Thank you!
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